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- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . This office action is in response to applicant's communication filed on March 9, 2006. 
Claims 1-72 pending in the application are subject to restriction/election as discussed below. 



Election/Restrictions 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

Invention I: Claims 1-8 and 37-44 are drawn to a method and system for selling 
a durable good futures contract. 

Invention II: Claims 9-21 and 45-57 are drawn to a method and system for 
buying a durable good futures contract. 

Invention III: Claims 22-36 and 58-72 are drawn to a method and system for 
monitoring a durable good futures contract. 

3. The inventions I, II and III are distinct, each from the other because of the following 
reasons: 

Inventions I - III are related as subcombinations disclosed as usable together in a single 
combination. The subcombinations are distinct from each other if they are shown to be 
separately usable. These combinations are independent if it can be shown that (1) they are not 
disclosed as capable of use together, (2) they have different modes of operation, (3) they have 
different functions, or (4) they have different effects. (MPEP 806.04, MPEP 808.01). In the 
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instant case, each invention has separate utility such as selling, buying and monitoring. See 
MPEP § 806.05(d). 

After a phone call on July 24, 2006, a provisional election was made by Mr. Joel Weiss 
(Attorney for the Applicants) to prosecute claims 1-8 and 37-44. 

Accordingly claims 9-36 and 45-72 are withdrawn from consideration as being directed to non- 
elected invention. Applicant is respectfully requested to cancel the withdrawn non-elected claims 
9-36 and 45-72 of inventions II and III in response to this office action. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-8 and 37-44 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks patentable utility. Specifically the claimed invention as a whole does not accomplish a 
practical application. That is, it must produce a "useful, concrete and tangible result." See State 
Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. For an invention to be "useful" it must satisfy 
the utility requirement of section 101 . The official interpretation of the utility requirement 
provides that the utility of a claimed invention has to be (i) specific, (ii) substantial and (iii) 
credible. See MPEP 2107. Accordingly, a complete disclosure should contain some indication of 
the practical application for the claimed invention. Statements in the specification describing a 
practical application may not be sufficient to satisfy the requirements for section 101 with 
respect to the claimed invention. Apart from the utility requirement of 35 U.S.C. 101, usefulness 
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under the patent eligibility standard requires significant functionality to be present to satisfy the 
useful result aspect of the practical application requirement. See Arrhythmia, 958 F.2d at 1057, 
22 USPQ2d at 1036. The mere fact that the claim may satisfy the utility requirement of 35 
U.S.C. 101 does not mean that a useful result is achieved under the practical application 
requirement. The claim may be interpreted in an alternative as involving no more than a 
manipulation of an abstract idea and therefore is non-statutory under 35 U.S.C. § 101 . The 
claimed invention as a whole must produce a "useful, concrete and tangible" result to have a 
practical application. 

Independent claims 1 and 37 recite limitations "providing trading interface, receiving goods 
parameters via interface, constructing future contracts, posting future contracts and determining 
if a buyer has accepted a contract agreement". However, these steps do not produce any useful 
result. Specifically, for the aforementioned steps to be useful, it must satisfy the utility 
requirement of section 1 01 . It is not clear what useful result the step "determining if a buyer has 
accepted a contract agreement" produces. Therefore, claimed invention(s) when viewed as a 
whole fail to produce a useful, concrete and tangible result and therefore is analyzed as non- 
statutory under 35 U.S.C. 101. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-8 and 37-44 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
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regards as the invention. Particularly in claims 1 and 37, it is not clear how the method achieves 
selling a durable good as recited in the preamble. Also, the step of determining if a buyer has 
accepted a futures contract trader agreement is indefinite because the outcome of the 
determination is not definite. 

Claims 2 and 38 recites the limitation "the selling the durable good futures contract". 
There is insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-8 and 37-44 rejected under 35 U.S.C. 103(a) as being unpatentable over Church 
(U.S. Patent Application No. 20020049643) (church) in view of Whitworth (U.S. Patent No. 



6622129) (Whitworth). 
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Re claims 1-8 and 37-44: Church teaches a method and corresponding system for selling 
futures contract comprising: providing a futures market trading interface (section [0032]); 
receiving durable good parameters through the trading interface from a seller (section [0008]); 
constructing the durable good futures contract based on the durable good parameters provided by 
the seller (section [0039]); posting the durable good futures contract (section [0067]); and 
determining if a buyer has accepted a futures contract trader agreement (section [0067]). 

Church does not explicitly teach durable goods selected from the group consisting of an 
automobile, watercraft, an aircraft and a home appliance. Whitworth teaches automobile and 
aircraft futures (see col. 5, lines 17-27 and lines 38-40; col. 11, lines 18-21 and Fig. 4). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Church to include durable goods as taught by Whitworth. One would have been motivated to do 
this in order to create an exchange-traded futures based on basket of manufactured goods (col. 4, 
lines 38-39). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Olabode Akintola whose telephone number is 571-272-3629. 
The examiner can normally be reached on M-F 8:30AM -5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 571-272-6747. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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